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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/11/2008 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1 , 8, and 24 have been considered 
but are moot in view of the new ground(s) of rejection. 

3. Claims 1-21 , 24, 25, 27, and 29-30 are currently pending in the application. 
Claims 22-23, 26, and 28 have been canceled. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 8 and 30 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claims 8 and 30 fail to recite any structural tie to any class of invention and 
therefore do not satisfy the threshold tie to be eligible for patent protection under 35 
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U.S.C. 101 . While the claim(s) recites a series of steps or acts to be performed, a 
statutory "process" under 35 U.S.C. 101 must (1) be tied to another statutory category 
(such as a particular apparatus), or (2) transform underlying subject matter (such as an 
article or material) to a different state or thing. The instant claims neither transform 
underlying subject matter nor positively tie to another statutory category that 
accomplishes the claimed method steps and, therefore, do not qualify as a statutory 
process. In particular, the method includes the steps of: generating, transmitting, and 
determining, all of which appear purely directed to mental steps or mathematical 
manipulations of functions. The claims fail to positively recite the other statutory class 
(machine or apparatus) by not identifying the machine or apparatus that accomplishes 
the method steps. The steps might imply that a machine or apparatus is being used, but 
the steps do not inherently require the machine or apparatus. Therefore, the method is 
not a patent eligible process under 35 U.S.C. 101 . See Federal Circuit Court Decision, 
In re Bilski, Appeal No. 2007-1130. 



Claim Rejections - 35 USC § 103 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-5, 7-13, and 29-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maeda (US 6,775,705) and Eguchi (US 2001/0040694) in view of 
Ushida (Newly Cited US 2007/0146802). 

Regarding claims 1 and 8, Maeda discloses a data transmission device (see 
column 2, lines 66 - 67) in which a reception result of transmission data is confirmed on 
ground of a reception result notification transmitted from a receiving-end machine (see 
column 3, lines 26 - 36), comprising: 

a transmission data generation section which generates the transmission data 
and a reception result request to be transmitted to the receiving-end machine (see 
column 3, lines 9-13, wherein image reading processor, transmission processor 
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correspond to a transmission data generation section; see column 5 lines 49-61 and 
column 9 lines 31-37, image-file processing capability information corresponds to the 
reception result request, wherein the information is sent to the receiving end so that the 
receiving end knows which image file can be processed, the receiving end also sends a 
notification to the transmitting end when there is a processing failure); and 

a transmission control section (see column 4, lines 29 - 34, wherein CPU 
corresponds to a transmission control section) which controls and causes the 
transmission data generation section to generate the transmission data, and transmits 
the generated transmission data along with the reception result request to the receiving- 
end machine (see column 5 lines 49-61 and column 9 lines 31-37, image-file processing 
capability information corresponds to the reception result request, wherein the 
information is sent to the receiving end). 

Maeda fails to disclose a data transmission device transmitting the generated 
transmission data and the reception result request simultaneously to the receiving-end 
machine. However, Eguchi from the same or similar fields of endeavor suggests a data 
transmission device transmitting the generated transmission data and the reception 
result request simultaneously to the receiving-end machine (see paragraphs 42-46, the 
received electronic mail is transmitted with a receipt notification request). 

Thus, it would have been obvious to the person of ordinary skill in the art at the 
time of the invention to implement the data transmission device transmitting the 
generated transmission data and the reception result request simultaneously to the 
receiving-end machine as taught by Eguchi into the device of Maeda. 
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The motivation for implementing the data transmission device transmitting the 
generated transmission data and the reception result request simultaneously to the 
receiving-end machine is that it allows the receiving side to inform the electronic mail 
sender of result of mail reception (see paragraph 14). 

Maeda and EguchI do not expressly disclose a transmission control section 
determines whether or not a number of actual retransmissions is less than a 
predetermined set number of times to be re transmitted, When the number of actual 
retransmissions is less than the predetermined set number of times, the transmission 
data is retransmitted without altering its format to the receiving-end machine, when the 
number of actual retransmissions is equal to or greater than the predetermined set 
number of times, the transmission data with a format different from its previous format is 
retransmitted to the receiving-end machine. 

However, Ushida, from the same or similar fields of endeavor, disclose a 
transmission control section determines whether or not a number of actual 
retransmissions is less than a predetermined set number of times to be re transmitted 
(see paragraph 205), 

when the number of actual retransmissions is less than the predetermined set 
number of times, the transmission data is retransmitted without altering its format to the 
receiving-end machine (see paragraph 205, retransmitting the main image if the number 
of times of retransmission is less than the designated number of times of 
retransmission). 
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when the number of actual retransmissions is equal to or greater than the 
predetermined set number of times, the transmission data with a format different from 
its previous format is retransmitted to the receiving-end machine (see Figure 6 and 
paragraphs 5-6, 186 and 189, converting the stored image data into image data of the 
base line format and communicating image data of the base line format). 

Thus, it would have been obvious to the person of ordinary skill in the art at the 
time of the invention to implement a transmission control section determines whether or 
not a number of actual retransmissions is less than a predetermined set number of 
times to be re transmitted, When the number of actual retransmissions is less than the 
predetermined set number of times, the transmission data is retransmitted without 
altering its format to the receiving-end machine, when the number of actual 
retransmissions is equal to or greater than the predetermined set number of times, the 
transmission data with a format different from its previous format is retransmitted to the 
receiving-end machine as taught by Ushida into the system of Maeda and Eguchi in 
order to automatically reduce the amount of retransmitted data and consequently 
reducing the transmission time without manual operation (see column 5 lines 44-49). 

Claims 9-13 are rejected the same reason as above. 

Regarding claim 2, Maeda discloses when the retransmission data is 
generated, the transmission control section causes the retransmission data to have a 
most accepted format (see column 9, lines 25 - 27, wherein an image file 
corresponding to the capability of the receiving-side apparatus corresponds to a most 
accepted format); 
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regarding claim 3, when the retransmission data is generated, if a capability of 
the receiving-end machine is suggested in the reception result notification, the 
transmission control section causes the retransmission data to have a format 
corresponding to the capability (see column 9, lines 25 - 27); 

regarding claim 4, the transmission data includes image data (see column 3, 
lines 10-11), and the transmission control section alters a format of the image data of 
the transmission data, so as to cause the transmission data generation section to 
generate the retransmission data (see column 9, lines 25 - 27); 

regarding claim 7, the transmission control section controls and causes the 
transmission data generation section to generate transmission data made up of e-mail 
data (see column 3, lines 12-13); 

regarding claims 29 and 30, the data transmission method has a MDN function, 
and the reception result request is derived from the MDN function (see column 5 lines 
49-61 and column 9, lines 20 - 37). 

Maeda in view of Eguchi discloses, regarding claim 5, all the subject matter of 
the claimed invention as recited in paragraph 6 of this office action. 

Maeda in view of Eguchi fails to teach the communication error is a transmission 
error which is nothing to do with a capability of the receiving-end machine, the 
transmission control section calls off generation of the retransmission data as recited in 
claim 5. 

However, it is obvious to not retransmit data when the error is transmission error. 
Thus, it would have been obvious to a person of ordinary skill in the art at the time of the 
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invention to use tlie comnnunication error is a transmission error which is nothing to do 
with a capability of the receiving-end machine, the transmission control section calls off 
generation of the retransmission data in the method taught by Maeda in order to allow 
efficient use of system resources. 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Maeda in 
view of Eguchi as applied to claim 1 above, and further in view of Okamoto et al. (US 
7000157). 

Maeda in view of Eguchi discloses, regarding claim 6, Maeda discloses, 
regarding claim 5, all the subject matter of the claimed invention as recited in paragraph 
6 of this office action. 

Maeda in view of Eguchi fails to teach an operating section which displays 
information for a user and receives instructions from the user, wherein, the transmission 
control section controls and causes the operating section to display a format of the 
retransmission data for a user, and after receiving a retransmission instruction from the 
user, retransmits the retransmission data as recited in claim 6. 

Okamoto et al. from the same or similar field of endeavors teach an operating 
section which displays information for a user and receives instructions from the user, 
wherein, the transmission control section controls and causes the operating section to 
display a format of the retransmission data for a user, and after receiving a 
retransmission instruction from the user, retransmits the retransmission data (see 
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column 10, lines 35 -36, wherein display 12 corresponds to operating section, column 
11, lines 29-54). 

Thus, it would have been obvious to a person of ordinary skill in the art at the 
time of the invention to use an operating section which displays information for a user 
and receives instructions from the user, wherein, the transmission control section 
controls and causes the operating section to display a format of the retransmission data 
for a user, and after receiving a retransmission instruction from the user, retransmits the 
retransmission data in the method taught by Maeda in view of Eguchi in order to allow 
effective data transmission by properly deal with the error (see column 12, lines 15 - 
20). 



1 1 . Claims 14-21 , 25, 27, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tanimoto (US 2003/0020961 ) in view of Maeda in view of Eguchi 

Tanimoto discloses, regarding claim 14, a data reception device, which receives 
the transmission data transmitted from the data transmission device defined in claim 1 
and returns a reception result notification corresponding to the reception result, 
comprising: 

a storing section which stores information of transmission data having already 
been received (see paragraph 57, lines 8-10); and 

a reception control section which determines whether newly-received 
transmission data is retransmission data of the transmission data having already been 
received or initial transmission data being different from the retransmission data, on 
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ground of the information stored in the storing section (see paragraph 54, lines 1 - 33, 
wherein a confirmation message M4 with the original message ID written in the 
message ID column implies a determination is made if the received data is 
retransmission or new transmission based on the original message ID). 

Tanimoto does not disclose a device, wherein the data reception device returns 
the reception result notification to the data transmission device upon receipt of the 
transmission data, and the data transmission device generates the retransmission data 
based on the reception result. However, Maeda in view of Eguchi from the same or 
similar fields of endeavor discloses a device, wherein the data reception device returns 
the reception result notification to the data transmission device upon receipt of the 
transmission data, and the data transmission device generates the retransmission data 
based on the reception result (see column 9 lines 20-37). 

Thus, it would have been obvious to the person of ordinary skill in the art to 
implement a device, wherein the data reception device returns the reception result 
notification to the data transmission device upon receipt of the transmission data, and 
the data transmission device generates the retransmission data based on the reception 
result as taught by Maeda into the data reception device of Tanimoto. 

The motivation for implementing a device, wherein the data reception device 
returns the reception result notification to the data transmission device upon receipt of 
the transmission data, and the data transmission device generates the retransmission 
data based on the reception result is that it increases the efficiency of the system by 
transmitting a result back to the transmitting end. 
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regarding claim 15, the reception control section causes the storing section to 
store a communication management table which stores (i) an identifier of the 
transmission data having already been received (see Figure 10, Box subject) and (ii) 
related information of the transmission data having already been received, in 
association with each other (see Figure 10, Box Origin, Box result); 

regarding claim 16, when the newly-received transmission data is determined 
as the retransmission data (see paragraph 79, lines 3-4, wherein the delivery 
confirmation mail (second receiving) corresponds to retransmission data), the reception 
control section causes the communication management table to store an identifier of 
initial transmission data regarding the retransmission data, as related information of the 
retransmission data (see paragraph 79, lines 12-15); 

regarding claim 17, when the newly-received transmission data is determined 
as the retransmission data, the reception control section updates related information of 
initial transmission data regarding the retransmission data, in accordance with a 
reception result of the retransmission data (see paragraph 79, lines 18 - 23); 

regarding claim 18, a transmission control section of the data transmission 
device causes the initial transmission data and retransmission data regarding this initial 
transmission data to share a single first ID (see paragraph 53, lines 1- 7, wherein mail 
M1 corresponds to initial transmission data, paragraph 54, lines 12-20, wherein mail 
M3 corresponds to retransmission data. Figure 5, Box 21, Message-Id, Figure 7, Box 
original-Message-Id), and on ground of this first ID, the reception control section 
determines whether the newly-received transmission data is retransmission data or 



Application/Control Number: 1 0/691 ,41 7 Page 1 3 

Art Unit: 2464 

initial transmission data (see paragrapli 54, lines 1 - 33, wherein a confirmation 
message M4 with the original message ID written in the message ID column implies a 
determination is made if the received data is retransmission or new transmission based 
on the original message ID); 

regarding claim 19, the reception control section causes the first ID attached to 
the transmission data to be included in the reception result notification (see Figure 6, 
Box 22 Original-message-ID); 

regarding claim 20, the , in addition to the first ID (see Figure 7, Box original- 
Message-ld), the transmission control section of the data transmission device causes a 
second ID(see Figure 7, Box Recipient@terminalB.lfax)in the transmitted reception 
result notification to be included in retransmission data regarding this transmitted 
reception result notification, and on ground of the first ID, the reception control section 
determines whether newly-received transmission data is retransmission data or initial 
transmission data (see paragraph 54, lines 1 - 33, wherein a confirmation message M4 
with the original message ID written in the message ID column implies a determination 
is made if the received data is retransmission or new transmission based on the original 
message ID); 

regarding claim 21, a transmission control section of the data transmission 
device causes a second ID in transmitted reception result notification to be included in 
retransmission data regarding this transmitted reception result notification (see Figure 7, 
Box Receipient@terminalB.lfax corresponds to a first ID, Box original-Message-ld 
corresponds to a second ID) and on ground of this second ID, the reception control 
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section determines wlietlier newly-received transmission data is retransmission data or 
initial transmission data (see paragraph 54, lines 1 - 33, wherein a confirmation 
message M4 with the original message ID written in the message ID column implies a 
determination is made if the received data is retransmission or new transmission based 
on the original message ID); 

Claims 25 and 27 are rejected the same reason as above. 

12. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Maeda 
and Eguchi and Tanimoto, in view of Ushida. 

Maeda discloses, regarding claim 24, a data transmission device (see column 

2, lines 66 - 67) in which a reception result of transmission data is confirmed on ground 
of a reception result notification transmitted from a receiving-end machine (see column 

3, lines 26 - 36), comprising: 

a transmission data generation section which generates the transmission data to 
be transmitted to the receiving-end machine (see column 3, lines 9-13, wherein image 
reading processor, transmission processor correspond to a transmission data 
generation section) ; and 

a transmission control section (see column 4, lines 29 - 34, wherein CPU 
corresponds to a transmission control section) which controls and causes the 
transmission data generation section to generate the transmission data, and transmits 
the generated transmission data to the receiving-end machine, when a communication 
error occurs, the transmission control section causing the transmission data generation 
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section to generate retransmission data with a format different from a format of the 
transmission data, and retransmitting the retransmission data to the receiving-end 
machine (see column 9, lines 20 - 30); 

a data reception device which receives the transmission data transmitted from 
the data transmission device and returns a reception result notification corresponding to 
the reception result (see column 3, lines 26 - 35), comprising: 

a storing section which stores information of transmission data having already 
been received (see column 3 lines, 65 - 67, wherein the reception processor 
corresponds to a storing section); 

Maeda falls to disclose a data transmission device transmitting the generated 
transmission data and the reception result request simultaneously to the receiving-end 
machine. However, Eguchi from the same or similar fields of endeavor suggests a data 
transmission device transmitting the generated transmission data and the reception 
result request simultaneously to the receiving-end machine (see paragraphs 42-46, the 
received electronic mail is transmitted with a receipt notification request). 

Thus, it would have been obvious to the person of ordinary skill in the art at the 
time of the Invention to Implement the data transmission device transmitting the 
generated transmission data and the reception result request simultaneously to the 
receiving-end machine as taught by Eguchi into the device of Maeda. 

The motivation for implementing the data transmission device transmitting the 
generated transmission data and the reception result request simultaneously to the 
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receiving-end machine is that it allows the receiving side to inform the electronic mail 
sender of result of mail reception (see paragraph 14). 

Also, Maeda and Eguchi fail to teach a reception control section which 
determines whether newly-received transmission data is retransmission data of the 
transmission data having already been received or initial transmission data being 
different from the retransmission data, on ground of the information stored in the storing 
section. 

Tanimoto from the same or similar field of endeavors teach a reception control 
section which determines whether newly-received transmission data is retransmission 
data of the transmission data having already been received or initial transmission data 
being different from the retransmission data, on ground of the information stored in the 
storing section (see paragraph 54, lines 1 - 33, wherein a confirmation message M4 
with the original message ID written in the message ID column implies a determination 
is made if the received data is retransmission or new transmission based on the original 
message ID); 

Thus, it would have been obvious to a person of ordinary skill in the art at the 
time of the invention to use a reception control section which determines whether newly- 
received transmission data is retransmission data of the transmission data having 
already been received or initial transmission data being different from the 
retransmission data, on ground of the information stored in the storing section in the 
system taught by Maeda and Eguchi in order to allow efficient data processing by 
avoiding processing duplicate copy of data. 
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Maeda, Eguchi, and Tanimoto do not expressly disclose a transmission control 
section determines whether or not a number of actual retransmissions is less than a 
predetermined set number of times to be re transmitted, When the number of actual 
retransmissions is less than the predetermined set number of times, the transmission 
data is retransmitted without altering its format to the receiving-end machine, when the 
number of actual retransmissions is equal to or greater than the predetermined set 
number of times, the transmission data with a format different from its previous format is 
retransmitted to the receiving-end machine. 

However, Ushida, from the same or similar fields of endeavor, disclose a 
transmission control section determines whether or not a number of actual 
retransmissions is less than a predetermined set number of times to be re transmitted 
(see paragraph 205), 

when the number of actual retransmissions is less than the predetermined set 
number of times, the transmission data is retransmitted without altering its format to the 
receiving-end machine (see paragraph 205, retransmitting the main image if the number 
of times of retransmission is less than the designated number of times of 
retransmission), 

when the number of actual retransmissions is equal to or greater than the 
predetermined set number of times, the transmission data with a format different from 
its previous format is retransmitted to the receiving-end machine (see Figure 6 and 
paragraphs 5-6, 186 and 189, converting the stored image data into image data of the 
base line format and communicating image data of the base line format). 
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Thus, it would have been obvious to the person of ordinary skill in the art at the 
time of the invention to implement a transmission control section determines whether or 
not a number of actual retransmissions is less than a predetermined set number of 
times to be re transmitted, when the number of actual retransmissions is less than the 
predetermined set number of times, the transmission data is retransmitted without 
altering its format to the receiving-end machine, when the number of actual 
retransmissions is equal to or greater than the predetermined set number of times, the 
transmission data with a format different from its previous format is retransmitted to the 
receiving-end machine as taught by Ushida into the system of Maeda, Eguchi, and 
Tanimoto in order to automatically reduce the amount of retransmitted data and 
consequently reducing the transmission time without manual operation (see column 5 
lines 44-49). 



Conclusion 

13. Examiner's Note: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although 
the specified citations are representative of the teachings of the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant in preparing responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the Examiner. 
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In the case of amending tine claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

If the Applicant is of the opinion that an interview would help advance 
prosecution in this case, they are welcome to call the Examiner, Pao Slnkantarakorn, at 
the number listed below to schedule an interview. The Examiner prefers interview 
requests be accompanied with a detailed agenda via fax. The Examiner's fax number is 
(571 ) 270-2424. The Examiner is willing to consider proposed amendments, clarify 
rejections, and discuss any other issues that are presented by the applicant's 
representative. Please note that the Examiner may not be able to accommodate all 
requests due to scheduling constraints. It is recommended that interview requests be 
sent with ample time to schedule an interview. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pao Slnkantarakorn whose telephone number is (571) 
270-1424. The examiner can normally be reached on Monday-Thursday 9:00am- 
3:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on (571 ) 272-3139. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



IP. S./ 

Examiner, Art Unit 2464 



/Ricky Ngo/ 

Supervisory Patent Examiner, Art 
Unit 2464 



